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Wyatt ET AL. v. MammMotH Cave DEVELOPMENT Co. ET AL. 
MammMotH Cave DEVELOPMENT Co. ET AL. Vv. WYATT ET AL. 
(26 F. 2d $22) 


United States Circuit Court of Appeals, Sixth Circuit. 
May 16, 1928 


Trape-Marks— Unrair Competition — Descriptive aNpD GEOGRAPHICAL 
Terms—Nor Sussecr to Exciustve Use—Worps “MamMmorH” AanpD 
“Mam™MoruH Cave.” 

Neither the descriptive word “Mammoth” nor the geographical 
name “Mammoth Cave” can be exclusively appropriated by trustees 
holding title to part of land over cave. 

Same—Same—“SEconDARY MEANING.” 

Where complainants and their predecessors in title had extended 
limits of cave beyond land owned by them and did not use name 
“Mammoth Cave” as limited to any part of cave, but used it as in- 
cluding entire cave as nature created it, complainants cannot be heard 
to say that name “Mammoth Cave” has acquired secondary meaning 
applicable only to portion of cave underlying their land. 

SamME—SamE—Ricur to Prorection on Lanp Ownep. 

Complainants, while not entitled to monopolize name “Mammoth 
Cave” as to part of cave lying beneath their land, held entitled to rea- 
sonable protection as to features of cave lying within their boundary. 

SAME—SAME—MISLEADING ADVERTISING—INJUNCTION. 

Temporary injunction, restraining defendants from representing 
to public that they were showing and had right to show all features 
of Mammoth Cave, including those underlying complainants’ land by 
requiring defendants to explain in descriptive matter and otherwise 
that they did not show any part of cave which prior to 1907 was gen- 
erally known to public as Mammoth Cave, held to sufficiently protect 
public and accord complainants all protection to which they were en- 
titled, and not to unduly restrict defendants’ conduct. 


In equity. Suit to enjoin unfair competition. From the 
decree complainants appeal. and defendants file cross-appeal. 


Affirmed. 


Cause No. 4893 is an appeal from a decree of the District 
Court denying in part and granting in part the appellants’ motion 
for a temporary injunction in an action brought by appellants to 
enjoin the Mammoth Cave Development Company and the other 
named defendants, their officers, agents, and employees, from 
using the word “Mammoth Cave” in connection with any and all 
advertising matter and from representing orally or in any other 
way, directly or indirectly, that they or any of them have ac- 
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cess to or can exhibit Mammoth Cave to the public by or through 
any entrance other than the natural entrance located on land held in 
trust by plaintiffs and for the ascertainment of damages and a 
decree therefor. No. 4899 is a cross-appeal from the same decree. 

Plaintiffs claim title as trustees under the will of John Cro 
ghan, deceased, to 1,610 acres of land upon which there is lo 
cated a natural opening to Mammoth Cave. By the terms of 
John Croghan’s will, which was admitted to probate February 5, 
1848, he devised this land, of which he died seized, in trust to 
three trustees named therein, and, among other things, directed his 
trustees to maintain and operate Mammoth Cave as a place of in- 
terest to be shown to the public upon payment of an admission fee 
until all of his nephews and nieces “shall have died,” and upon 
the death of each and all of said nephews and nieces to sell the 
same at public sale and distribute the proceeds per stirpes to their 
legal heirs. 

The pleadings are quite voluminous, but, in substance, com- 
plainants allege that they are the successors of the trustees named 
in the will of John Croghan, deceased; that, in pursuance of the 
direction in the will, these trustees and their predecessors have 
exhibited Mammoth Cave, and have expended large sums of money 
in exploring, developing, and advertising the same in books, pam- 
phlets, guide books, magazine articles, newspapers, and other 
publications of national and international circulation for more than 
80 years last past under the title of “Mammoth Cave,” which nam¢ 
has acquired a secondary meaning, having reference to the particu 
lar cave underlying the property of the trustees, and to which ac 
cess was had by the single natural entrance located upon this land; 
that for nearly 100 years people have visited this cave in gradually 
increasing numbers, and have paid the admission fee of $2 each to 
enter Mammoth Cave solely through this natural entrance; that its 
200 avenues and halls, located on five levels, exceed 150 miles; 
that the Mammoth Cave Development Company has constructed an 
artificial opening to a cave not on the property owned and used 
by the trustees, but which is ultimately connected by a narrow 
and devious passage with Mammoth Cave, and has been guilty ot 
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unfair competition, in that it has, over the protest of the trustees 
and without right, exhibited, and continues to exhibit its cave under 
the name “Mammoth Cave” or “New Entrance to Mammoth Cave’”’ 
and by means of handbills, circulars, pamphlets, signs, billboards, 
posters, pictures, and personal solicitation of runners has repre- 
sented to the public that its cave is Mammoth Cave; that these rep- 
resentations are deceptive, false, and misleading; that the Mam- 
moth Cave Development Company and other named defendants, 
acting in concert, by these false and misleading advertisements, 
statements, and threats of violence to complainants’ agents and 
employees, have hindered, delayed, and prevented the general pub- 
lic from visiting Mammoth Cave owned by the trustees and have in- 
duced them to visit the so-called “New Entrance to Mammoth 
Cave.” A bibliography of this cave is attached as Exhibit No. 2 
to the bill of complaint. 

The defendants filed a joint answer admitting that John Cro- 
ghan died seized of the 1,610 acres which he devised to certain 
trustees named therein, but for want of knowledge deny that com- 
plainants are the legal trustees of Croghan’s estate. They also 
deny that all of Mammoth Cave lies under the land claimed by 
complainants, and further answering say that prior to 1844 John 
Croghan probably believed that most of Mammoth Cave was lo- 
cated beneath the surface of the 1,610-acre tract owned by him, 
but that in “Rambles in the Mammoth Cave,” published in 1844 
and cited in Complainants’ Exhibit 2, Croghan described “Martha's 
Vineyard,” ‘“Hovey’s Cathedral Domes” and other chambers and 
places of interest located in and under lands other than the land 
owned or controlled by him, as included in and part of Mammoth 
Cave. 

Defendants further answering say that Mammoth Cave is one 
immense cavern or cave, consisting of many chambers, galleries, 
and avenues, and containing many wonderful domes, mineral de- 
posits, and scenic wonders capable of easy exhibition to the public; 
that much of said cave is unknown and unexplored, but the avenues, 
halls, and passageways of the explored portions exceed many times 
the 150 miles underlying complainants’ land; that said cave is lo- 
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cated in a country of limestone formation, and was formed by the 
erosion of water following natural lines of cleavage or soft portions 
of limestone beneath the surface, and that this cave or original 
underground waterway has existed and is now one continuous and 
unbroken cave or cavern; that much more of Mammoth Cave, suit- 
able for exhibition purposes, is located in, on, and under the prop- 
erty owned and controlled by the Mammoth Cave Development 
Company than in land owned by the complainants or their prede- 
cessors in title, and that for many years last past a major portion 
of the cave exhibited by complainants was in land that these trus- 
tees do not own or claim to own or to have any license to explore 
or exhibit, and that a large portion of Mammoth Cave exhibited by 
complainants was and is located in lands owned and controlled by 
the Mammoth Cave Development Company. 

The defendants deny that they ever advertised to the public 
the old entrance to Mammoth Cave, the “Cork Screw,” or “Fat 
Man’s Misery,” 


or any other feature owned or claimed by plaintiff, 
but, on the contrary, have opened and are operating a “New En- 


trance to Mammoth Cave’ and are exhibiting “Pinson’s Pass,’ 
“Hawkin’s Way,” “Edna’s Dome,” “Einbigler’s Dome,” “‘Hovey’s 
Cathedral Dome,” and many other features and places which com- 
plainants formerly and truthfully advertised as part of Mammoth 
Cave, and prior to 1921 exhibited as part thereof, without permis- 
sion or license from the owner; that defendants are likewise ex- 
hibiting many other natural wonders of Mammoth Cave owned and 
controlled by them, which have been discovered since 1921, and 
which are so remote from the complainants’ opening as to make their 
exhibition from that opening impracticable. 

Defendants further deny that visitors to Mammoth Cave have 
for the last hundred years visited it only through a natural opening 
on the premises claimed by plaintiff, or that said natural opening 
has been used during the last 75 years, and deny that the general 
public came to know Mammoth Cave as a cavern located wholly 
under the complainants’ property, and say that such portion of the 
public as were so misinformed were misled by the intentional state- 
ments of the complainants and their predecessors in title, who 
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wrongfully exhibited the property of others and attempted to pre- 
vent any survey that would establish the truth, and also deny that 
complainants or their predecessors in title have caused the words 
“Mammoth Cave” to acquire any special or secondary meaning 
applicable only to that part of Mammoth Cave entered from or 
lying beneath complainants’ land, and deny that complainants could, 
by falsely claiming control of that to which they had no legal right, 
create such special or secondary meaning, or that such special or 
secondary meaning is capable of being created in or attaching to 
any works of God or nature or in or to the names thereof. 

Defendants also deny in detail all and singular the averments 
of the bill of complaint in reference to false and fraudulent mis- 
representation or unfair competition, and deny that the phrase 
“New Entrance to Mammoth Cave” is deceptive, false, or mis- 
leading. 

Upon motion for a temporary injunction, heard upon oral 
evidence, affidavits, and exhibits, the court denied an injunction in 


accordance with the prayer in the bill of complaint, but granted 
a temporary injunction enjoining the defendants, their officers and 
agents, from any verbal description or oral solicitation of trade or 
business, or exhibiting, circulating, distributing circulars, folders, 


signboards, handbills, etc., or other printed, written, or descriptive 


matter wherein “Mammoth Cave” is used, except that, wherever 
the phrase “Mammoth Cave” or ““New Entrance to Mammoth Cave” 
occurs there shall be placed in immediate juxtaposition to these 
words in type or lettering of the same size, style, and legibility, 
and equally prominent, or in case of verbal or oral description or 
solicitation, a full verbal explanation to the same effect, the phrase 
‘We do not show any part of the cave which prior to 1907 was 
generally known to the public as Mammoth Cave; that portion of 
the cave can be seen only through the old entrance.” The court 
further ordered that all existing signboards should be removed or 
changed to conform with the above requirements, and that in all 
oral solicitations the defendants should fully and fairly explain 
that the parts of the cave shown through the new entrance did not 
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include the parts of the cave now being shown through the old 
entrance. 


Wm. Marshall Bullitt, of Louisville, Ky. (R. Lee Blackwell, 
Eugene B. Cochran, and Bruce & Bullitt, all of Louis- 
ville, Ky., on the brief), for Wyatt and others. 

John Marshall, Jr., and Ernest Woodward, both of Louisville, 
Ky. (Woodward, Warfield & Hobson, of Louisville, Ky., 
on the brief), for Mammoth Cave Development Co. 


Before Denison, Donanuve, and Moorman, Circuit Judges. 


DonanvugE, C. J.: The evidence is practically conclusive that 
Mammoth Cave consists of many chambers, halls, avenues, and 
narrower passageways, created at the same time and by the same 
forces, forming one colossal work of nature, which cannot be limited 
to any particular part thereof by artificial boundary lines upon the 
surface. It does not clearly appear when this cave was first dis- 
covered, probably in the latter part of the eighteenth century, but 
it is at least certain that a natural opening to this cave was dis- 
covered or rediscovered about 1809 by a hunter named Houchins 
while in pursuit of a bear. This opening was located on a 200-acre 
tract of land conveyed in 1811 by Flatt to McClean. It first came 
into public notice during the War of 1812, when saltpeter was 
extracted for powder-making purposes, from its nitrous deposits. 
It was then known as ““Mammoth Cave,” but its extent and bound- 
aries were then and still are unknown. It would seem far more 
probable that it was given the name “Mammoth Cave” by reason 
of its immense size and the large dimensions of its chambers, halls, 
and avenues, than because it was then supposed to contain the bones 
of a mammoth. 


Shortly after the War of 1812, the explored parts of this cave 
were exhibited to the public through the natural opening located 
on the 200 acres deeded by Flatt to McClean. It had become world 
famous long before the purchase by Croghan, who, though a resi- 
dent of Kentucky, learned for the first time, while traveling in 
Europe, that such a cave existed. Upon his return from Europe he 


; 
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purchased not only the 200 acres upon which the natural opening 
was located, but also an additional 1,410 acres adjacent thereto. 
Croghan and his trustees explored, developed, named, and exhibited 
to the public for a fee, not only the caverns and passageways under- 
lying the 1,610 acres, but also a considerable number of chambers 
and passageways, hereinafter mentioned, that were under adjacent 
lands but were advertised as features of Mammoth Cave, and ap- 
peared in the recognized standard guidebook as constituent parts 
thereof. 

It was early apparent, not only to Croghan, but to the more 
careful observers among the visitors, that this cave extended into 
lands other than Croghan owned and to lands other than the ad- 
jacent lands explored by him. Nathanel Parker Willis, in a book 
‘Health Trips to the Tropics,” cited in Exhibit 2, refers to the 
great vigilance exercised by Croghan to prevent owners of adjacent 
lands from determining the exact extent of the cave, “lest they 
might dig down and establish an entrance to the cave on their own 
property.” The trustees seem to have been equally vigilant. This 
vigilance on the part of Croghan and his trustees delayed the ex- 
ploration of a large part of Mammoth Cave for at least three- 
quarters of a century, during all of which time the public was 
deprived of visiting and viewing many of the cave’s interesting 
chambers and bizarre formations, located beyond the chambers 
exhibited by Croghan and his trustees, and, no doubt, the less ob- 
servant of the visitors believed and understood, not that the parts 
and features underlying the Croghan land, but, on the contrary, 
the parts and features shown by Croghan and later by his trustees, 
under their own and adjacent lands constituted the entirety of 
Mammoth Cave. 

The word “Mammoth,” used in connection with this particular 
cave, is clearly descriptive, and the name “Mammoth Cave” is a 
geographical name used for more than a century to designate this 
particular natural formation. Under the facts of this case, neither 
the descriptive word “Mammoth” nor the geographical name “Mam- 
moth Cave” can be exclusively appropriated by the plaintiffs. 
Standard Paint Co. v. Trinidad Asphalt Mfg. Co., 220 U. S. 446, 
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458, 454, 31S. Ct. 456, 55 L. Ed. 536 [1 T. M. Rep. 10]; Hamil- 
ton Shoe Co. v. Wolfe Bros. & Co., 240 U. S. 251, 257, 36 S. Ct. 
269, 60 L. Ed. 629 [6 T. M. Rep. 169]; Canal Co. v. Clark, 80 
U. S. (18 Wall.) 311, 324, 325, 20 L. Ed. 581; Columbia Mill Co. 
v. Alcorn, 150 U. S. 460, 466, 14 S. Ct. 151, 87 L. Ed. 1144; 
Elgin Natl. Watch Co. v. Illinois Watch Co., 179 U. S. 665, 673, 
21S. Ct. 270, 45 L. Ed. 365; Genesee Salt Co. v. Burnap (C. C. 
A.) 73 F. 818; Allen Wrisley Co. v. Iowa Soap Co. (C. C. A.) 
122 F. 796. Nor can the claim be sustained that the name has ac- 
quired a secondary meaning so that it applies solely to the parts 
of the cave underlying complainants’ property. 

In this respect, this case differs wholly from Kresge Co. v. 
Champion Spark Plug Co., 3 F. (2d) 415 [15 T. M. Rep. 276], in 
which it was held by this court that the word “Standard” as ap- 
plied to parts of an automobile had come to be generally understood 
as indicating that these parts were the “standard” used by the 
manufacturer in the car’s original equipment. The facts of this 
case clearly distinguish it from ordinary commercial transactions 
in which descriptive words or names may acquire a secondary 
meaning. The name “Mammoth Cave’ designates a particular 
natural formation. It differs in no respect from other geographical 
names, such as “Lackawanna Valley,” “Mississippi River” or simi- 
lar names which cannot acquire a secondary meaning applicable to 
a part only of the natural object so designated and known by that 
name, which name others than claimant may employ with equal 
truth, and therefore have equal rights to use the same. Canal Co. 
v. Clark, supra. 

Even if the name of this natural formation could acquire a 
secondary meaning and as such be applicable to only a part thereof, 
the complainants are in no position to assert such claim. They and 
their predecessors in title have by exploration and development 
extended its limits far beyond the explored and known parts at the 
time the name was first applied to this stupendous work of nature, 
and under which name it became world famous before the Croghan 
purchase. The natural opening was located on 200 acres owned 
by McClean. It does not appear that he or his immediate suc- 
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cessors in title explored or exhibited any more of the cave than 
was located under his land. Croghan not only bought this 200 
acres upon which this opening was located, but a total of 1,610 
acres, and, under his management and control and the management 
and control of his trustees, this cave has been explored not only to 
the limits of the 1,610 acres, but far into the lands of adjacent 
proprietors, new passageways and chambers were discovered, 
named and opened to the public. These new features include 
‘“Martha’s Vineyard,’ “Hovey’s Cathedral Domes,” “Einbigler’s 
Dome,” ““Edna’s Dome,” “Nelson’s Dome,” and other places of 
interest underlying the land of adjacent proprietors. These parts 
of the cave have been advertised and exhibited by Croghan and 
his trustees in connection with the features underlying the Cro- 
ghan land as Mammoth, Cave. 

John Croghan knew that this cave was not confined to his land. 
In his book, to which reference is above made, he states 


“That great subterranean territory mainly extends itself under a range 
of highlands or cliffs earlier described” ; 


and again, 


“I emphasize some of the avenues because no visitor has yet seen one in 
twenty, so wonderfully vast is the cave.” 

The trustees also had like knowledge. The secretary and 
treasurer of the trustees, who was called as a witness on behalf of 
complainants testified: “The cave was larger and extended beyond 
the part we regularly showed and had many avenues.” Hovey’s 
Guide Book included in its description of Mammoth Cave, “Nelson’s 
Dome,” “Einbigler’s Dome,’ “Edna’s Dome,” “Hawkin’s Way,” 
‘“Hovey’s Cathedral Domes,” and other features located in adjacent 
lands. Some of these are a great distance from Croghan’s surface 
lines. It is therefore quite evident that Croghan and his trustees 
did not understand, believe, or use the name ‘““Mammoth Cave” as 


limited to any part of this cave, but, on the contrary, as including 
and comprehending the entire cave as nature created it, and with 
that belief and understanding logically and truthfully included 
in their advertisements and guidebooks all new discoveries as parts 
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of this cave, whether such discoveries were in and under their land 
or adjoining lands. 

It is said, however, that the trustees are not responsible for 
what appeared in Hovey’s book. This contention overlooks the 
testimony of the secretary and treasurer of the trustees that “‘Hov- 
ey’s book is the recognized standard guidebook of Mammoth Cave, 
and we possibly sold a copy to Mr. L. M. Render on the 5th day of 
April, 1915.” It also appears from the testimony of complainants’ 
witnesses that Hovey’s Guide Book was sold to visitors by conces- 
sionaries and particularly by the souvenier department in the hotel! 
building owned by the trustees and in which they have their office. 

It is also claimed that “Cathedral Dome” was not regularly ex- 
hibited by the trustees. That is no doubt true. It is located at 
such a distance from the other features that it was rarely, if ever. 
exhibited to visitors unless they were willing to pay the extra price 
of $5 to the guide. It was, however, included as a feature of Mam- 
moth Cave in “the recognized standard guidebook” sold at the cave 
by complainants and their concessionaries. 

In view of these facts, clearly established by the evidence, 
complainants cannot now be heard to say that the name “Mammoth 
Cave” has acquired a secondary meaning applicable only to the 
portion of the cave underlying their land. That is evidently a new 
thought, suggested by the exigencies of this case. 

Notwithstanding the fact that complainants are not entitled to 
monopolize the name ““Mammoth Cave” to the exclusion of adjoin- 
ing proprietors under whose lands a large part of this cave is situ- 
ated, and notwithstanding the fact that these words have acquired 
no secondary meaning applicable to the portion of the cave under- 
lying their premises, but, on the contrary, have been applied by 
complainants themselves to a considerable portion of the cave under- 
lying adjacent lands, they are nevertheless entitled to reasonable 
protection as to the features lying within their boundary. 

It is apparent from the pleadings and the evidence that the 
trustees of the Croghan estate and the officers of the Mammoth Cave 
Development Company believe that they have superior attractions 
to the public in the parts of the cave owned and controlled by them 
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respectively. They are entitled to their opinion in this respect, but 
they should have sufficient confidence in that opinion to base thereon 
their respective claims for public patronage, without any misrepre- 
sentation whatever as to the facts. 

Defendants have been guilty of many objectionable methods 
and practices in their efforts to attract visitors to the part of the 
cave shown through the new opening. Among other things they 
have placed signs, published and distributed advertising matter, 
and made oral statements tending to mislead the public into the 
belief that they were showing, and had a right to show, all the 
interesting features of Mammoth Cave, including not only those 
underlying their own property and surface rights, but also those 
underlying the complainants’ land. This is unfair, not only to 
the complainants, but the general public. Each prospective visitor 
is entitled to know the facts and judge for himself which parts of 
the cave he prefers to visit. 

Upon a careful review of all the testimony and exhibits in 


this record, we have reached the conclusion that the temporary 


injunction granted by the District Court will fully protect the 
public and accord to the complainants all the protection to which 
they are entitled, and will not unduly restrict defendants’ activities 
in the operation and exploitation of the part of this cave underlying 
the land owned and controlled by the Mammoth Cave Development 
Company. 


Affirmed. 
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AMERICAN SaFety Razor CorporaTION V. INTERNATIONAL SAFETY 
Razor CORPORATION ET AL. 


(23 F. 2d 108) 
United States District Court, District of New Jersey 
April 23, 1928 


Trape-Marxs—Unram Competition—Deceptive Usr or ANOTHER’s TRADE- 
Names PRoHIBITED. 

The public is not to be misled in its purchases through any decep- 
tive or adroit appropriation or use by one concern of another’s trade- 
names or marks in furthering the sales of its own products. 

Same—Same—Norice or Use or Repair Parts PERMISSIBLE. 

Where a general commodity, which is product of various manu- 
facturers, is made up of several parts, one or more of which must of 
necessity be renewed or repaired from time to time, and there is a 
standardization as to size existent among various manufacturers, it is 
lawful for one manufacturer to call attention to fact that repair or 
renewal parts as made by him will fit into commodity which is manu- 
factured by another. 

Same—Same—Maker not ResponsiBLeE For Purcnaser’s Lack or CarE— 
MANUFACTURER, SETTING FortH Trutu, 1s Nor LiaBLe For ReEsuLts 
or Purcuaser’s Farture To Exercise Orpinary Care as Respects 
Unrair ComPETITION. 

As respects unfair competition, public is expected to pay ordinary 
attention to the facts in the matter of its purchases, and, if such 
ordinary attention apprises purchaser of truth, manufacturer, setting 
forth truth, is not responsible for results of purchaser’s failure to 
exercise ordinary care. 

Same—Same—Lack or MisLeapinc STATEMENTS. 

Cartons containing razor blades, stating that blades “will fit 
Sha-ve-zee, Gem, Liberty, Ever-Ready and other razors,” held not 
calculated to deceive or mislead a purchaser into believing that carton 
contains either Gem, Ever-Ready, or Star razor blades. 

Same—Same—“‘Ciean Hanps”—CompiLainant, SEEKING TO Ensorn AL- 
LEGED TrapE-Mark INFRINGEMENT AND Unrair Competition, held 
not Entititep To Beier, in View or its Deceptive ADVERTISING 
METHOops. 

Complainant, seeking to enjoin alleged infringement of trade- 
marks “Gem,” “Ever-Ready,” and “Star” safety razors and blades, 
and alleged unfair competition, held not entitled to seek relief in 
court of equity, im view of fact that, notwithstanding complainant 
manufactures all three blades, using identical material, it advertises 
and sells them at different prices, and as though the different articles 


were made in competition with each other, thus showing lack of 
good faith toward public. 


In equity. Suit for alleged unfair competition. Complaint 
dismissed. 
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Milton Dammann, of New York City (Maurice R. Roche, of 
New York City, Insley, Vreeland § Decker, of Jersey 
City, N. J., and Minturn De S. Verdi and Harry D. 
Nims, both of New York City, of counsel), for complain- 
ant. 

Davies, Auerbach § Cornell, of New York City (Martin 4. 
Schenck and Julian C. Harrison, both of New York City, 
of counsel), for defendants. 


Runyon, D. J.: The complainant herein seeks a permanent 
injunction restraining the defendants from alleged trade-mark in- 
fringement and unfair trade practices, through the use of the trade- 
names “Gem,” “Ever-Ready,”’ and “Star,” in connection with the 
manufacture, sale, and display of defendant’s safety razor blades, 
together with an accounting for profits, damages, and costs. 

The complainant herein is a corporation organized under the 
laws of Virginia on July 17, 1919, and is engaged in the business 
of manufacturing and selling safety razors and safety razor blades 
in extraordinary volume, the annual sales of razor blades alone 
aggregating more than 100,000,000. At the time of its organization 
it acquired through purchase and consolidation the business of 
three of the largest safety razor companies in the United States, 
viz., that of the Gem Safety Razor Corporation, manufacturers of 
the “Gem” safety razor and blade, of the American Safety Razor 
Company, Inc., manufacturers of the ““Ever-Ready” safety razor 
and blade, and of the Star Safety Razor Corporation, manufactur- 
ers of the “Star” safety razor and blade. At the time of the pur- 
chase and consolidation these three companies had been in business 
for long periods, and were, through the extensive advertising of 
their wares and trade-names, as well as by reason of the quality 
of their merchandise, exceptionally well known. 

The complainant states that $4,000,000 in cash was paid for 
the assets of the Gem Safety Razor Corporation, of which sum 
$3,600,000 represented the value of the trade-name “Gem”; further, 
that the equivalent of $4,350,000 was paid to the American Safety 
Razor Company, Inc., for the trade-name “Ever-Ready”; and that, 
of the sum of $278,000 paid for the assets of the Star Safety Razor 
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Corporation, all but $28,000 thereof represented the value of the 
trade-name “Star.” In addition to these sums, the complainant 
during the first six years of its corporate existence expended up- 
wards of $4,000,000 in advertising its safety razor frames and 
blades under the three trade-names above noted; the ‘““Ever-Ready” 
and “Gem” brands being the more prominently featured in the ad- 
vertisements. 

In fact, in all its forms of advertisement the complainant 
stresses the three trade-names above mentioned, for the use of 
which it had paid something like $8,000,000, and in rare instances 
only mentions the fact that it is the manufacturer and seller. This 
procedure is thus described in complainant’s brief: 


“These trade-names have been continually featured by the 


complainant and its predecessors for one-third of a century or more 
on all packages, wrappers, cartons and advertising matter, and 
except in isolated instances, the complainant does not mention the 
fact that ‘Gem’ or ‘Ever-Ready’ or ‘Star’ Razors or blades are 
manufactured or sold by the complainant. The purchasing public, 
therefore, does not know the name of the manufacturer of these 
razors and blades. The complainant in its advertising and litera- 
ture lays no stress upon its own corporate name. It lays all stress 
upon its several trade-names and brands. The purchasing public, 
therefore, buys complainant’s merchandise beeause the safety razors 
and blades manufactured under these several trade brands have 
been long and favorably known to the purchasing public.” 

The defendants are likewise engaged in the manufacture and 
sale of safety razor frames and blades, their various trade-names 
being “Sha-ve-zee,” “Liberty,” “Mirak,” and “Bryford.” Of 
these four brands, their principal reliance is upon the two first 
named, ““Sha-ve-zee” and “Liberty.” 

While the safety razor in its entirety consists of a combination 
of frame and blade, and one member without the other is useless, 
the principal part of the business consists in the manufacture and 
vending of blades. This activity has attained almost unbelievable 
proportions, and the profit resulting therefrom in the complainant's 
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case is sufficient to enable it to sell its razor frames at an actual 
loss. 

The blades used in all the various makes of razor which are 
concerned in the present suit are the so-called single blades, having 
a shaving edge on one side of the blade only, as distinguished from 
a Gillette blade, for instance, which is designed with a shaving 
edge on each of its two sides. These single blades have been, to 
all intents and purposes, standardized as to size, and consequently 
are interchangeable, in the sense that any one of the various blades 
may be used upon any one of the various frames. This enables the 
owner of a single blade razor frame to use any make of single razor 
blade which may best suit him, irrespective of its origin; a practice 
which has attained large proportions in these days of home shaving. 

In connection with the ever-increasing volume of the safety 
razor industry, there has come into being among certain manufac- 
turers a practice somewhat akin to that which obtains at times in 
other lines of trade, where standardized parts may be used inter- 
changeably in connection with competing products, viz., publication 
of the fact that the advertiser’s blade will fit a competitor's razor 
frame. It is indulgence in this practice which has brought the 
present suit into being; the complainant claiming that the methods 
of publication adopted by the defendants in appropriating the 
various trade-names are not only calculated to, but actually do, de- 
ceive the purchasing public, and lead it to believe that in buying 
a carton of defendant’s product, it is in reality purchasing com- 
plainant’s blades. 

In one form or another this question has already been the 
subject of controversy, both in the Southern district of New York 
and in this district, where applications for preliminary injunctions 
were made by the complainant. In the Southern district of New 
York, Judge Learned Hand, to whom application had been made 
by complainant, looking to a restraint against F. W. Woolworth 
Company for selling cartons of defendants’ product which men- 
tioned complainant’s blades in the matter printed thereon, made an 


injunction order forbidding defendants’ use of complainant’s trade- 
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names as theretofore maintained, but permitting limited use thereof 
in a form specified and approved by him. 

The complainant claims that the modification authorized and 
sanctioned by Judge Hand falls far short of the relief to which it 
is entitled, and contends that the defendants should be altogether 
forbidden to use complainant’s trade-names in connection with their 
own printed matter, or at least be compelled to make specific dis- 
avowal in such printed matter of any connection with the manu- 
facture of complainant’s blades. 

Both sides to this controversy have, properly enough, empha- 
sized the fact that the public is entitled to be protected in its pur- 
chases of various commodities. This protection, while assuming 
many forms, may be said to have as its general aim and purpose the 
keeping of faith with the public, to the end that representations 
made to it concerning commodities which it is asked to buy shall 
not be deceptive in any way, or be calculated to mislead the general 
purchaser regarding the true facts, especially where any represen- 
tation actually made or failure to make proper disclosure affects 
harmfully a buying public in such important matters as those which 
have to do with the identity of the commodity and the price de- 
manded therefor. 

The complainant herein claims itself the victim of a serious 
wrong on the part of the defendants, in that the wording on the 
defendants’ cartons of razor blades and vending cards appears in 
phrasing of such character and relative conspicuity as to lead to 
confusion in a purchaser’s mind, and create therein the impression 
that the defendants’ products are those of the complainant, and 
therefore asks, as already noted, that the defendant be forbidden 
to use any of the complainant’s trade-names in connection with its 
advertising matter, or at least be compelled to state in such adver- 
tising matter that it does not manufacture the complainant’s prod- 
ucts. 


That a business concern is entitled to the benefit of its legiti- 


mately acquired trade-names in vending its products must be uni- 
versally conceded, as also the further proposition that the public is 
not to be misled in its purchases through any deceptive or adroit 
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appropriation or use by one concern of another’s trade-names or 
marks in furthering the sales of its own products. But, in connec- 
tion with these assumptions, there are two other propositions which 
are of equal importance in the consideration of a dispute like the 
present one: 

First, that where a general commodity, which is the product of 
various manufacturers, is made up of several parts, one or more 
of which must of necessity be renewed or repaired from time to 


time, and there is a standardization as to size existent among the 


various manufacturers, it is lawful for one manufacturer to call 
attention to the fact that the repair or renewal parts as made by 
him will fit into the commodity which is manufactured by another. 
As supporting this proposition, counsel for the complainant spoke 
as follows in his argument: 


“Of course, a man who makes repair parts has got a right to say 
that they will fit this mowing machine, or that reaper, or this razor; there 
is no doubt about that; it is common sense; we see it on every hand every 
day. That is one statement, that is one proposition, clear indeed; but 
it is also perfectly clear, on the other hand, that the courts, in construing 
markings of that kind, have held that there is no right to do that inherent 
in anybody, and if a man chooses to do that sort of thing he must do it 
in such a way that he does not use anybody else’s trade-mark as a trade- 
mark and that he does not do anything which will confuse the public 
and make them think that his repair parts are made by the manufacturer 
of the machine into which his parts are to fit.” 


And in addition thereto the following may be cited as illustra- 
tive of the same principle: 


“I am clearly of opinion that the defendants and other manufacturers 
may sell ink and paper for use on the ‘Neostyle’ machine, and to do it 
they must say so, but, of course, they must not by words or get-up 
represent their goods as the plaintiff's goods.” Neostyle Mfg. Co. v. 
Ellam’s Duplicator Co., 21 Rep. Patent Cases, 185 (High Court of Justice, 
Chancery Division), at page 193. 

“The system of so defining the place, size, and shape of a part of a 
machine is not original with appellants. It is common to many other 
manufacturers. The purpose is to facilitate replacements. If they may 
also be appropriated as trade-marks, it will operate to practically monopo- 
lize all repairs and replacements by the original maker of the machines. 
The question is, therefore, one of wide general interest. If complainant’s 
contention is well founded, it will injure the public, by stifling competition 
in the manufacture and sale of such repairs and replacements, by con- 
fining their production to the original producer. The necessity for a 
common designation for such parts of such machines, by whomsoever 


we part is made, is most apparent, upon the showing made by the ap- 
pellant. 





392 EIGHTEEN TRADE-MARK REPORTER 


“Neither does the evidence justify any relief upon the ground of 
unfair trade. The appellees have affixed to the parts made by them 
for use in Deering machines the same letters and numerals as those affixed 
upon the same parts by the Deering Company. This they have a right 
to do. These parts are open to the manufacture of all. The letters and 
numerals affixed, being only for the purpose of defining kind, shape, size, 
and place, may be rightly used by any one for the same purpose. These 
parts made by appellees have been plainly advertised by catalogue and 
label as of their own manufacture, and their whole course of dealing, as 
shown by this evidence, has been such as to mislead no one into buying 
their product as that of appellants.” Deering Harvester Co. v. Whitman 
& Barnes Mfg. Co. (C. C. A.) 91 F. 376, at page 380. 

“The defendant had the legal right to manufacture and sell parts 
of stoves suitable to replace worn-out parts of the stoves made by the 
plaintiff. He violated no right of the plaintiff by using parts made by 
it as patterns for casting like parts. * * * The names used by the de- 
fendant in his catalogue are equally apt, whether he intended to deceive 
as to the origin of the goods sold by him, or merely to indicate the well- 
known classes of stoves which his grates, beds and other parts would fit— 
but as he has carefully stated, in the same catalogue, that he is the manu- 
facturer, the fair conclusion is that he had no purpose to mislead, but 
used the names of the stoves as he did, to express the idea in a concise 
form, which would have been conveyed more unequivocally perhaps if 
he had said, ‘grates to fit Chelsea Cook, Nos. 7 and 8, instead of saying, 
as he did, ‘Chelsea Cook grates, No. 7 and 8’; and such clearly must have 
been the understanding of all who read his catalogue.” Magee Furnace Co. 
v. Le Barron, 127 Mass. 115, at pages 120 and 122. 


Second, that the public is expected to pay ordinary attention 
to the facts in the matter of its purchases, and, if such ordinary 
attention would apprise a purchaser of the truth, a manufacturer 
who has set forth the truth is not to be held responsible for the 
results of a purchaser’s failure to exercise such care as above indi- 
cated. 

“A court of equity will not interfere where ordinary attention by 
the purchaser of the article would enable him at once to discriminate one 
from the other. McLean v. Fleming, 96 U. S. 245, 24 L. Ed. 828. And 
where, as here, the name is sufficiently distinctive to avoid that miscon- 
ception of the article of clothing, there can be no unfair competition.” 


Wornova Mfg. Co. v. McCawley & Co. (C. C. A.) 11 F. (2d) page 465 at 
page 466 [16 T. M. Rep. 371]. 


As heretofore stated, the matter in controversy here has, in 
some of its phases, already been before another court, and the fol- 
lowing is a brief recital of the facts: 

In the Southern district of New York, the complainant brought 
suit against the F. W. Woolworth Company to restrain the sale of 
defendants’ product by the Woolworth Corporation; the contention 
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being, in effect, that the nature of defendants’ advertising matter 
in lettering and wording, as set forth upon its cartons and other 
publicity mediums, was such as to confuse the public and menace 
the good-will and value of complainant’s business. 

Upon the argument for injunction, there was submitted to 
Judge Augustus Hand, for his information and consideration, certain 
cartons and advertising placards which the defendants herein had 
in preparation. Judge Hand approved the form and content of 
these cartons and advertising placards, and his injunction order 
carried such approval. The defendants for the past five or six 
years have apparently continued without variation these approved 
forms, and announce their intention of further continuance thereof, 
even though they be successful in securing a dismissal of the pres- 
ent application put forth by complainant. 

An examination of the carton approved by Judge Hand dis- 
closes a small cardboard casing, basically red in coloring, with 
dark blue ornamental panel designs and lettered in white. This cas- 
ing is something more than 1%4 inches long, an inch wide and one- 
quarter of an inch in depth. 

One of the broad sides is completely filled with the picture of 
an ornamented razor blade, on which is inscribed the hyphenated 
word “‘Sha-ve-zee,”’ and in microscopic type the words ““Trade-mark 
Reg. U. S. Pat. Off.” Each of the narrow sides also bears nothing 
but the same hyphenated word, with trade-mark references, while 
on one end are set forth the words “3 blades,’ and on the other 
end “Made in U. S. A.” On the second of the two broad sides are 
set forth the following words: 

“Will Fit 

Sha-Ve-Zee 
Gem, Liberty 

Ever-Ready 
& other razors.” 

All of these words, with the exception of the last three, are 
printed in letters of practically identical size and easily distinguish- 
able at the distance of a man’s arm. The words “& other razors” 


are in much smaller type. The advertising placard is equally un- 
equivocal. 
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Viewing these cartons and placards impartially, as I believe 
I have been able to do, I am unable to discover any feature or ele- 
ment therein which is calculated in the slightest degree to deceive 
or mislead a purchaser into the belief that it contains the complain- 
ant’s products. In fact, it would appear to me that any mental 
process which could arrive at an erroneous conclusion as to identity 
of product after inspecting this carton or placard is either woefully 
slipshod in its workings or merits the charge of inherent incompe- 
tence. 

I realize fully that in some of the antecedent advertising of 
defendants there appear patent efforts to give prominence to the 
complainant’s products by name, and to minimize reference to their 
own, and that the charge of unfair competition under such circum- 
stances alone would have had much to support it. But, even so, 
the fact that the defendants have for years discontinued such prac- 
tices and are now proceeding upon a policy which appears to have 
the sanction of trade usage in general, and lies within the scope of 
that which has been pronounced fair by many judicial tribunals, 
establishes a situation which in theory, as well as practice, is fair 
to both sides. 

There is another feature to this litigation, however, which to 
my mind goes to the heart of the entire controversy, and, while it 
was given no place in the original pleadings, yet appeared later 
through the medium of affidavits, and loomed so large upon final 
argument as to compel more than perfunctory reference thereto at 
this time, and that is the matter of complainant’s policy in its own 
advertising. 

It will be remembered that complainant is the owner of the 
Gem, the Ever-Ready, and the Star safety razor industries, having 
paid millions of dollars therefor, and that in hardly any cases does 
it advertise itself as the owner of these various industries, prefer- 
ring that the different concerns should continue a semblance of the 
same corporate independence, in the advertising programs which are 
designed for their exploitation, as obtained in fact before their pur- 
chase by complainant. And in so doing complainant would seem 
to be entirely within its rights. The public as a general rule is 
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much more interested in the trade-name of a commodity than it is 
in the manufacturing ownership thereof, and gives far more serious 
thought to that which it can procure for its money than to the 
pocket into which that money will eventually go. 

Consequently the fact that the public may have been entirely 
ignorant of the new and combined ownership of the former business 
rivals does not of itself work to that public’s disadvantage in any 
way. Equally true is it that complainant, having paid huge sums 
for the corporate business, good-will, trade-names, etc., of the vari- 
ous concerns, is entitled to every legitimate benefit which ownership 
thereof may confer. These legitimate benefits, whether they be few 
or many, must nevertheless hold one indispensable characteristic in 
common, and that is the maintenance of good faith with the public ; 
for, if the public be denied its right to fair treatment, by the same 
token the benefit to the corporation ceases to be legitimate. 

As may well be imagined, the complainant has put out an im- 
mense volume of advertising, more especially in the exploitation of 
its Gem and Ever-Ready razor blades. This advertising bears 
every earmark of intense business rivalry, and one could never 
guess from perusal of these public announcements that the competi- 
tion between them was any less keen than their own boasted razor 
edges, concerning the virtues of which the field of fitting superla- 
tives has been drawn upon almost to the point of extinction. 

The object of this advertising is, of course, to further the sale 
of razor blades, and to build up a larger and more enthusiastic con- 
stituency for each blade through the proclamation of virtues pos- 
sessed by it to the exclusion of every other blade in the world. In 
other words, the public is besought to believe that the Ever-Ready 
blade is the best, and is asked to pay the Ever-Ready price therefor. 
In like manner it is asked to pin its faith to the Gem blade as a ne 
plus ultra proposition, and to pay the regulation Gem price. The 
Star blades are likewise for sale at their own appointed price. 

With the foregoing in mind, the following testimony, adduced 
before me, is of more than ordinary interest. It was given on cross- 
examination by Mr. Elflam, a former employe of the Gem Safety 
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Razor Corporation, and later, and for five years, superintendent 
of complainant’s blade department, and is as follows: 


“Q. I think Mr. Dammann stated that all of these different brands 
of razor were made in the same way; that is, the Gem and the Star, and 
the Ever-Ready. Do you superintend the manufacture of all of them? 
A. I do. 

“Q. You do? A. Yes. 

“Q. All made in the same factory? A. Same factory. 

“Q. And in the same way? A. Primarily in the same way. 

“Q. Yes; that is, they are in reality the same blade, are they not? 
A. They are. 

“Q. And have been ever since you have been in the employ of the 
American Safety Razor Company? A. Yes.” 

Bearing in mind that complainant’s own superintendent says that 
the same blade serves the three concerns, there appears to me to be a 
sad lack of good faith toward the public in the following excerpts from 
complainant’s advertising, which have been drawn from numerous sources 
by defendants’ counsel and submitted for consideration: 

The Gem is variously exploited in these selections as follows: 

“Each is equipped with blades of the keenest cutting edge known to 
science.’ “Gem Double Life Blades retail 7 for 50c.” 

“The blade is the razor. The steel in these blades * * * this steel is 
unique in Razordom.” 

“Gem Damaskeene blades are tempered by a special process of our 
own. Manufactured by the Gem Safety Razor Corporation.” 

“Tempered by the Gem process.” 

“Gem users will tell you that Gem Damaskeene blades do have a 
more delicate edge; do last longer; do give smoother faces. Gem Safety 
Razor Corporation.” 

“It is a specially tempered Gem (patented) process that gives each 
Gem blade a remarkably enduring keenness.” 

“Tempered singly by the Gem special process. * * * Gem Damaskeene 
blades have the most practical cutting edge made.” 

“Gem Damaskeene blades are Best.” 

“Gem Damaskeene Blades demonstrated to the world that these 
wafer blades excelled all shaving blades for guaranteed uniformity and 
intense keenness.” . 

“The Gem Double Life blades possess the keenest edge ever developed. 
Gem Safety Razor Corporation.” 

“Gem Double Life Blade shaves twice as clean—stays twice as keen— 
~ = | =" blade. Gem Safety Razor Corporation, Factories, Brook- 
aN. 3d. 

“Gem metallurgists have found that high power electrical heat treat- 
ment aligns the molecules of steel and permits grinding the steel to a 
perfect shaving edge, one-thousandth of an inch thin. The result is a new 
degree of keenness which you must experience to appreciate.” 

“Are your whiskers in trouble? Does it hurt your skin when yon 
give yourself a close shave? If so, change to Gem Double Life blades. 
They are electrically heat-treated by a new method that seems to alter 
me a. structure of the steel. Gem Safety Razor Corporation, Factories 

rooklyn.” ; 


“No blade in the world can gtve such marvelous shaves as Gem or 
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retain its edge through so many shaves. These are not claims, they are 
facts.” 

“A famous scientist who was with Thomas Edison for 20 years per- 
formed the greatest accomplishment of his career by attaining perfec- 
tion in the new Gem Double Life blades—blades so perfect that each and 
every one of them will give you more and better shaves than any other 
make of blade.” 

“Most razor makers improve their boxes occasionally—but only Gem 
has improved the most important thing of all—the blade. Throw away 
those old hack saw razor blades that punish your face mornings. Gem 
Double Life blades have the keenest edges known to science.” 

“That terrible shaving tool the Army gave us—toss it out with all 
your other old chin scrapers and get Gem blades. * * * Softest, smoothest 
shaves in the world.” 


While the Ever-Ready’s good points are set forth in part in 


this manner: 


“The most highly refined shaving implement you ever saw.” “Ever- 
Ready Radio blades possess the keenest cutting edge known to the science 
of Metallurgy. Extra Radio blades—6 for 40c.” 

“The Ever-Ready was always considered the best safety razor regard- 
less of price.” 

“They are the best safety razors made at any price.” 

“A fitting container for the Ever-Ready Marvel, the finest of all 
safety razors—and for Ever-Ready Radio blades, the keenest cutting edges 
known to science.” 

“Past reputations can’t make bad blades give good shaves. Ever- 
Ready is the one and only hundred per-center.” “Use the new Ever-Ready 
blades—they’re the keenest edge in the world.” “The new Ever-Ready 
blades are better than the best of any other make.” 

“Blades. Try out the Ever-Ready and you'll throw out the others.” 
“Today the new Ever-Ready is 20 years ahead of the next best make.” 

“Quit the razor that can’t give you 100 per cent perfect blades and 
shaves. Switch to the Ever-Ready.” “Each Ever-Ready in every package 
is guaranteed to outshave and outlast any other make. This isn’t a mere 
advertising claim but a statement of fact which we ask you to test at our 
risk and if your present razor does not fit the Ever-Ready Blades, buy 
an Ever-Ready Razor.” “No other blade made will shave you as quickly, 
as cleanly, or as often as the Ever-Ready.” “Ever-Ready blades run 
100 per cent perfect to the package. Can you honestly say this of your 
present blades?” 

“There is no question—the new Ever-Ready blade is keener, more 
durable, more uniform and in every way more satisfactory than any other 
blade made.” “Blades. Try out the Ever-Ready and you'll throw out 
the others.” 

“Adopted by Uncle Sam for Army and Navy.” “Best, irrespective 
of price.” “The Ever-Ready is the only dollar razor that has thorough 
guaranteed distribution of blade supply in France and England.” 

“The only dollar razor that can be of service abroad.” “The razor 
with blade service ‘over there.” “Ever-Ready Army Razor.” 

“X3X Temper—a new secret process exclusive to Ever-Ready makers 

has made the Ever-Ready blade a better blade than ever.” 
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In commenting on the matter of this advertising, complainant's 
counsel described it as ordinary business puffing, and refused to see 
anything sinister in it. I am unable to agree with this viewpoint. 
To me it appears perfectly clear that, if the public knew the truth, 
it would buy that blade of complainant which is sold at the smallest 
price, and that its ignorance is costing it money without warrant 
every time it buys a blade at any figure beyond the minimum. Com- 
plainant’s counsel talks about greater exploitation expenses, and 
urges that fact as one reason for a larger selling price. Why should 
a vendor be able to collect from a purchaser, as a part of the pur- 
chase price, money which has been spent in an effort to mislead 
that very purchaser in making that very purchase? I cannot see it. 

As previously suggested, I have taken this matter up without 
regard to formal pleadings, but for the reason that the public’s 
rights seem to be largely involved, and much more liable to injury 
through the complainant’s practices than through those of the de- 
fendants. Any purchaser who pays the most ordinary degree of 
attention to the defendants’ present literature and advertising will 
know the exact truth, while from the complainant’s literature and 
advertising the keenest mind could not fathom the actual facts. 
And failure to know the truth imposes a financial penalty on every 


person who pays more than the minimum price for one of complain- 
ant’s razor blades. 


I am therefore of the opinion that, by reason of the character 
of complainant’s advertising and literature, it has fallen far short 
of that standard of integrity which is required of a petitioner who 
seeks relief in a court of equity, and that this shortcoming affects 
its entire case against the defendants. 

The complaint is therefore dismissed, with costs. 
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SuHreEpDpED Wueat Co. v. Ke.tioce Co. 
(26 F. [2d] 284) 


United States District Court, District of Connecticut 


Trape-Marks—Unram CompetitTioN—P.LaiIntiFF May Proceep AGAINsT 
Deaters, ALTHOUGH JuRispIcTION Has Not Been Ostarnep Over 
MANUFACTURER. 

Under Judicial Code, § 50 (28 U. S. C. A. § 111), relating to juris- 
diction, plaintiff, suing for unfair competition dealers or distributors 
who are residents of district, and manufacturers, residents of another 
district, may proceed against dealers or distributors, although juris- 
diction has not been obtained over manufacturers. 

Same—SaME—CONTAINERS—CONFUSING RESEMBLANCE. 

Complaint in action based on unfair competition, alleging that 
biscuit sold by dealers or distributors, resident defendants, was an 
imitation in appearance of product manufactured by plaintiff, in that 
it had same height, measurement in circumference, color, structure, 
and formation, and generally devised to appear like plaintiff’s, but 
that it contained less wheat, held to charge resident defendants with 
selling biscuits not distinguishable from plaintiff's biscuit outside of 
carton. 

SaME—SaME—SuIts—ANSWER. 

Right of defendants, in action based on unfair competition, to 
use names in question and to sell biscuits of same size, shape, color, 
and form as plaintiff, was matter which must be set up in answer, 
and cannot form basis for motion to dismiss. 

Same—SameE—Sa meE— Moron. 

Motion to stay proceedings in action based on unfair competition 
until all defendants named in complaint be regularly and lawfully 
brought within jurisdiction of court will be denied, where plaintiff's 
right to relief against resident defendants is not dependent on presence 
of non-resident defendants. 


In equity. Action for unfair competition. Defendants moved 


to strike out certain allegations, to dismiss the bill, and for a stay 
of proceedings. Motions denied. 


William C. Breed, of New York City, for plaintiff. 
W. H. Crichton Clarke, of New York City, and Lewis L. 
Field, of New Haven, Conn., for defendants. 


Tuomas, D. J.: Plaintiff’s action in this case is based on 
unfair competition. The defendants who are residents of this 
district, move (1) to strike out certain allegations of the bill; (2) 
to dismiss the bill; and (3) for a stay of proceedings herein. The 
remaining defendants, Kellogg Company, Kellogg Sales Company, 
and Will K. Kellogg, whose principal place of business is in 
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Michigan, have been served under orders of this court, but have 
not appeared. 

I. The Connecticut defendants ask the court to strike out: 

(a) From paragraph 6 of the bill all reference to the name 
“Shredded Whole Wheat Biscuit” and/or “Shredded Wheat,” as 
trade-names of the plaintiff and/or as symbols of its good-will 
and/or its commercial signature. 

(b) From paragraph 14 of the bill all reference to good-will 
and trade-names. 

(c) From paragraph 24 of the bill all reference to trade 
rights in the words and terms “Shredded Whole Wheat Biscuit,” 
“Shredded Wheat Biscuit,’ and “Shredded Wheat,’ and form, 
shape, color, and appearance of plaintiff's product. 

(d) From paragraph 25 of the bill all reference to trade-name 


rights in the above-mentioned names and terms, and all reference 


to plaintiff's property rights in the form, shape, color, configura- 
tion, and composition of plaintiff's product. 

(e) From the prayer for relief numbered 2, “all reference 
to infringing upon the rights of your orator in its trade-name and 
in said words and terms above referred to.” 

A careful reading of the paragraphs mentioned convinces me 
that the allegations contained in said paragraphs are relevant 
to the issue and do not include tautology and verbosity. They 
are not redundant, nor are they scandalous. There are no reasons 
stated in the motion why the averments above referred to should 
be stricken out, and, obviously, the only theory upon which the 
motion could be based is impertinency. In dealing with allega- 
tions of this character and particularly because of impertinence 
in the bill, it is settled law that they should not be allowed unless 
it is clear that the objectionable matter cannot be material to 
plaintiff's case. If the question of their materiality is doubtful, 
such allegations will be allowed to stand until final hearing. Wells 
and Others v. Oregon Ry. & Co. (C. C. A.) 15 F. 561. On page 
563, the Court said: 


“An allegation will not be expunged from a bill as impertinent unless 
its impertinence clearly appears; for if it is erroneously struck out the 
error is irremedial. Story, Eq. Pr. § 267.” 
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There seems to me no good reason presented for granting 
this motion, but, on the contrary, the rights of the parties can be 
better determined after a full disclosure of all the facts which 
bear upon the alleged rights of each party to the suit. 

II. The Connecticut defendants move for dismissal of the 
bill under equity rule 29 on five separate grounds. In the moticn 
it is alleged that the complainant (a) does not charge that defend- 
ants’ containers deceptively resemble those of complainant; (b) 
does not charge that the Kellogg biscuits are undistinguishable from 
those of complainant, or that they have been sold outside of their 
cartons; (c) does not show a cause of action in respect of the words 
“Shredded Whole Wheat Biscuit’ or “Shredded Wheat Biscuit’’ or 
“Shredded Wheat”; (d) does not show a cause of action in respect 
of form, shape, color, configuration, and composition of complain- 
ant’s and of the Kellogg Company’s product; and (e) does not state 
a cause of action in respect of the conduct of any of defendants or 
of any other persons. 

These reasons seem to be without merit, because it appears 
from the allegations of the bill that the defendants are charged 
with marketing the alleged imitative product in containers display- 
ing the words “Shredded Whole Wheat Biscuit’; that the Kellogg 
Biscuit sold by the Connecticut defendants is alleged to be an 
imitation in appearance of the product manufactured by plaintiff, 
in that it has the same height, measurement in circumference, color, 
structure, and formation, and generally devised to appear like 
plaintiff's, but that it contains less wheat, that the words “Shredded 
Whole Wheat Biscuit,’ “Shredded Wheat Biscuit,” and “Shredded 
Wheat,” are applied to plaintiff's product, and so, as alleged, they 
have a secondary meaning as designating its goods; and that an 
alleged secondary meaning and special significance exists in respect 
to form, shape, color, and appearance of plaintiff's goods; and 
that it states all necessary facts to support an action for unfair 
competition, alleging, inter alia, the appropriation of the words 
constituting the trade-names above referred to as the actual names 
for the alleged imitation product of the defendants, the sale of 
the alleged imitation in the State of Connecticut, confusion and 
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deception in respect of the purchasing public in the State of Con- 
necticut, and the palming oft of the defendants’ for plaintiff's 
biscuit. 

In view of the importance and far-reaching commercial ques- 
tions raised in this case, I feel that they can be better approached 
and decided after full proofs at final hearing. Without prejudice 
to raising the same questions on final hearing, the motion to dis- 
miss on the five grounds above mentioned is denied. Armstrong 
Cork Co. v. Ringwalt Linoleum Works (C. C. A.) 240 F. 1022 
[7 T. M. Rep. 293]. 

The defendants also move to dismiss the bill on the further 
ground that the real defendants and real competitors of the plain- 
tiff are the Michigan defendants, that they are known and can 
be reached, and therefore, that plaintiff is estopped from litigating 
with the Connecticut defendants, who are not competitors of the 
plaintiff and not charged with unfair deceptive practices, or with 
contributory infringement of trade-marks, or with dealing in and 
with outlaw goods, or with competing unfairly with plaintiff, or 
of infringing any lawful rights of plaintiff. 

All of the defendants named in the bill of complaint are pro- 
ceeded against as joint tort-feasors, and, while the law permits all 
joint tort-feasors to be proceeded against jointly, it also leaves 
the party injured at liberty to prosecute any one of them, or any 
number of them less than the whole, and to enforce his remedy 
regardless of the participation of the others. Cooley on Torts 
(3d Ed.), vol. 1, pages 233, 234. 

The Connecticut defendants are dealers or distributors of the 
goods manufactured or put up by the Michigan defendants, and may 
be proceeded against although jurisdiction has not been obtained 
over the manufacturer. Andrew Jergens Co. v. Bonded Products 
Corp. (D. C.) 18 F. (2d) 417; Burnett v. Hahn (C. C. A.) 88 F. 
694; Estes v. Worthington (C. C. A.) 30 F. 465; Bradley v. Norton, 
33 Conn. 157, 87 Am. Dec. 200. 

Section 50 of the Judicial Code (28 USCA § 111) provides: 


“When there are several defendants in any suit at law or in equity, 
and one or more of them are neither inhabitants of nor found within the 
district in which the suit is brought, and do not voluntarily appear, the 
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court may entertain jurisdiction, and proceed to the trial and adjudication 
of the suit between the parties who are properly before it.” 


The complaint, from paragraph 13 to its end, alleges facts 
showing unfair practices on the part of both the Michigan and Con- 
necticut defendants. These allegations are set forth with sufficient 
clearness to justify denying defendants’ motion on these points. 
The same ruling applies to the grounds of dismissal set forth in 
paragraph 5 of the moving papers. 

The Connecticut defendants further move that the complaint 
be dismissed on the ground that none of the Connecticut defendants 
are charged with selling any Kellogg biscuits which are not dis- 
tinguishable from plaintiff's biscuit outside of the carton, and 
should not be put to annoyance, damage, and expense, as they are 
not the real parties in interest. But I conclude that the bill sets 
forth sufficient grounds, and that the Connecticut defendants are 
proper parties to this suit. 

As a further ground for dismissal, the Connecticut defendants 
raise the question as to the jurisdictional amount in controversy 
and the adequacy of the allegations respecting it. But this point 
is not well taken, because paragraph 21 of the bill alleges, inter 
alia: 

“Your orator represents that your orator cannot state the exact amount 
of profits diverted by these defendants from your orator, either jointly 
or severally, and due your orator to the date of the filing of this, your 
orator’s complaint, nor the exact amount of the damages suffered by your 
orator by reason of the unlawful practices of said defendants, but believes 


the same to exceed the sum of $5,000, exclusive of interest and costs, and 
so charges the fact to be upon information and belief.” 


Furthermore, paragraph 24 alleges that the full value of plain- 
tiff’s equitable and trade rights exceeds in value the sum of $5,000,- 
000. 

The Connecticut defendants also move to dismiss on the ground 
that the bill alleges that the acts complained of have just started, 
and there can be no determination of the question of unfair com- 
petition in advance of the development of the facts, that the plain- 
tiff asserts but has no monopoly or property right in the descriptive 
words in controversy, or in the size, shape, color, or form of its 
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biscuit, and that the defendant has the right to use the names and 
make the biscuit in the same size, shape, color, and form as plain- 
tiff. As before noted, the bill alleges facts as to unfair competition 
which has existed in the past and which continues to exist, and, 
while the plaintiff does not allege facts showing any monopoly, it 
alleges facts showing its trade rights and its rights in the trade- 
names in association with its biscuit, and shows facts supporting 
its contention of unfair competition in respect of the defendants. 
As to the defendants’ right to use said names and to sell biscuits 
of the same size, shape, color, and form as the plaintiff, it is to be 
noted that this is a matter which must be set up in the answer, and 
cannot form the basis for a motion to dismiss. The same ruling 
applies to that part of the motion which is set forth in paragraphs 
9 and 10 of the moving papers. 

The Connecticut defendants further move to dismiss because 
of the failure to allege that plaintiff has no practical method and/or 
does not employ any practical method to distinguish its biscuits 
when sold on individual order, evidently basing their motion on 
the decision in Shredded Wheat Co. v. Humphrey Cornell (C. C. 
A.) 250 F. 960 [8 T. M. Rep. 369]. I am unable to determine 
whether the facts in the present suit are identical with the facts 
in the case cited or whether they are sufficiently alike to justify 
granting the motion, except for the fact that the two suits are 
not between the parties. Therefore the motion must be denied. 
The same ruling applies to paragraph 12 of the moving papers. 
Paragraphs 13 and 14 set forth grounds for dismissal which do 
not differ materially from the grounds already discussed, and 
therefore will not be further considered. 

III. The Connecticut defendants move that all proceedings 
be stayed herein until all of the defendants named in the com- 
plaint be regularly and lawfully brought within the jurisdiction 
of this court. Inasmuch as plaintiff's right to relief against the 
Connecticut defendants is not dependent upon the presence of the 
Michigan defendants, as already pointed out, this motion is also 


denied. 
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Motions denied. Submit decree accordingly. Defendants are 


ordered to file their answers in accordance with the provisions of 


equity rule 29. 


CrawForp-Austin Mrec. Co. v. Cuirton Mee. Co. 
(25 F. (2d) 976) 


United States District Court, Western District, Texas 
April 26, 1928 


Trape-Marks AND TrapeE-Names—Uwnrain Competition—INTENT. 

Intention to adopt trade-mark or device as nearly like another's 
trade-mark as possible without violating the law cannot be considered, 
in passing on question of infringement or non-infringement under 
15 USCA § 96. 

Same—Same—TEst. 

The issue to be decided in action under 15 USCA § 96, for in- 
fringement of trade-mark, is whether defendant’s trade-mark is 
so nearly like plaintiff's as to produce in minds of persons trading 
in their goods such confusion as will cause them to buy defendant's 
goods as plaintiff's. 

Same—Same—Trave-Marks anp TrapE-Names AND Unrair CompPetTiITIoN— 
Worn “REX-ALL,” Asove Ovuttinep Crown on Russet Brown 
Canvas Tents, Held to Inrrince Stencitep Trape-Marx, “Dvux- 
BAK” Asove Outtinep Duck on Same Cotorep Canvas. 
Stenciled trade-mark “REX-ALL” above outline figure of crown 

on russet brown canvas tents, tarpaulins, ete., with word “Mildew- 
proofed,” above word “Waterproofed” below such outline, held to 
infringe stenciled trade-mark “Dux-baK” above outlined side view of 
duck, with words “Waterproofed and Mildewproofed” below, on same 
colored canvas; combination of color and general similarity of words, 
design and make-up being a “colorable imitation,’ within 15 USCA 
§ 96, as calculated to mislead and deceive ordinary purchaser. 

Same—Same—Same—Conpitions oF Test ror INFRINGEMENT. 
Infringement of trade-mark, within 15 USCA § 96, must be tested 

by application of facts and circumstances ordinarily existing when 
goods are offered in trade for inspection of probable purchasers. 

Same—Same—CoMBINATION OF CoLtor—DnreEss. 

Combination of color, forming no essential part of trade-mark, 
with dress and display of such mark as registered, may be considered 
as testing question of colorable imitation, within 15 USCA § 96. 

Same—Same—Dovustr or Deceptive Srmicariry Resotveo Acainst ONE 
Know1ne or Reoisrerep Trape-Mark Berore Ustne His Trape- 
Mark. 

Where registered trade-mark is known by infringer before put- 
ting out his trade-mark, any doubt of deceptive similarity should be 
resolved against him. 
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biscuit, and that the defendant has the right to use the names and 
make the biscuit in the same size, shape, color, and form as plain- 
tiff. As before noted, the bill alleges facts as to unfair competition 
which has existed in the past and which continues to exist, and, 
while the plaintiff does not allege facts showing any monopoly, it 
alleges facts showing its trade rights and its rights in the trade- 
names in association with its biscuit, and shows facts supporting 
its contention of unfair competition in respect of the defendants. 
As to the defendants’ right to use said names and to sell biscuits 
of the same size, shape, color, and form as the plaintiff, it is to be 
noted that this is a matter which must be set up in the answer, and 
cannot form the basis for a motion to dismiss. The same ruling 
applies to that part of the motion which is set forth in paragraphs 
9 and 10 of the moving papers. 

The Connecticut defendants further move to dismiss because 
of the failure to allege that plaintiff has no practical method and/or 
does not employ any practical method to distinguish its biscuits 
when sold on individual order, evidently basing their motion on 
the decision in Shredded Wheat Co. v. Humphrey Cornell (C. C. 
A.) 250 F. 960 [8 T. M. Rep. 369]. I am unable to determine 
whether the facts in the present suit are identical with the facts 
in the case cited or whether they are sufficiently alike to justify 
granting the motion, except for the fact that the two suits are 
not between the parties. Therefore the motion must be denied. 
The same ruling applies to paragraph 12 of the moving papers. 
Paragraphs 13 and 14 set forth grounds for dismissal which do 
not differ materially from the grounds already discussed, and 
therefore will not be further considered. 

III. The Connecticut defendants move that all proceedings 
be stayed herein until all of the defendants named in the com- 
plaint be regularly and lawfully brought within the jurisdiction 
of this court. Inasmuch as plaintiff's right to relief against the 
Connecticut defendants is not dependent upon the presence of the 
Michigan defendants, as already pointed out, this motion is also 
denied. 
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Motions denied. Submit decree accordingly. Defendants are 
ordered to file their answers in accordance with the provisions of 
equity rule 29. 


CrawForp-Austin Mrc. Co. v. Cuirton Mere. Co. 
(25 F. (2a) 976) 


United States District Court, Western District, Tezas 
April 26, 1928 


TrapeE-Marks aNp TrapE-Names—Unrairn CompPetTitTion—INTENT. 

Intention to adopt trade-mark or device as nearly like another's 
trade-mark as possible without violating the law cannot be considered, 
in passing on question of infringement or non-infringement under 
15 USCA § 96. 

Same—SameE—TEst. 

The issue to be decided in action under 15 USCA § 96, for in- 
fringement of trade-mark, is whether defendant’s trade-mark is 
so nearly like plaintiff's as to produce in minds of persons trading 
in their goods such confusion as will cause them to buy defendant's 
goods as plaintiff's. 

Same—Same—Trape-Marks anv Trape-Names AND Unrair CompPetTiT1ioN— 
Worn “REX-ALL,” Asove Ovuttinep Crown on Russet Brown 
Canvas Tents, Held to Inrrince Stencitep Trape-Marx, “Dvux- 
BAK” Axsove Ovuttinep Duck on Same Cotorep Canvas. 
Stenciled trade-mark “REX-ALL” above outline figure of crown 

on russet brown canvas tents, tarpaulins, etc., with word “Mildew- 
proofed,” above word “Waterproofed” below such outline, held to 
infringe stenciled trade-mark “Dux-baK” above outlined side view of 
duck, with words “Waterproofed and Mildewproofed” below, on same 
colored canvas; combination of color and general similarity of words, 
design and make-up being a “colorable imitation,’ within 15 USCA 
§ 96, as calculated to mislead and deceive ordinary purchaser. 

Same—Same—Same—Conpitions oF Test For INFRINGEMENT. 
Infringement of trade-mark, within 15 USCA § 96, must be tested 

by application of facts and circumstances ordinarily existing when 
goods are offered in trade for inspection of probable purchasers. 

Same—Same—ComBINaTIon oF Cororn—Dnress. 

Combination of color, forming no essential part of trade-mark, 
with dress and display of such mark as registered, may be considered 
as testing question of colorable imitation, within 15 USCA § 96. 

Same—Same—Dovustr or Deceptive Srmicariry Resotvep AcGatnst ONE 
Know1no or Recisrerep Trape-Mark Berore Ustne His Trape- 
Mark. 

Where registered trade-mark is known by infringer before put- 
ting out his trade-mark, any doubt of deceptive similarity should be 
resolved against him. 
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In equity. Action for infringement. Temporary injunction 
granted. 


Spell, Naman & Penland, of Waco, Tex., for plaintiff. 
Nat Harris, of Waco, Tex., for defendant. 


West, D. J.: Two Texas corporations, both having principal 
places of business in McLennan County, Texas, are engaged in 
the business of manufacturing and selling tents, tarpaulins, and 
wagon covers of waterproofed cloth. The plaintiff, Crawford- 
Austin Manufacturing Company, for convenience will be called 
“Crawford.” The defendant, Clifton Manufacturing Company, 
will be called “Clifton.” 

Crawford uses a registered trade-mark stenciled on its manu- 
factured articles, using the word “Dux-baK.” Just below said 
word is stenciled a side view of a duck, outlined in broken lines. 
Said manufactured articles, bearing the said trade-mark, are being 
sold in Texas and other states of the Union and in interstate 
commerce, and also in the Republic of Mexico. This trade-mark 
was rendered distinctive by the adoption of an unusual color, 
russet brown, to the manufactured articles, and the trade-mark 
has been widely advertised, and the trade-mark and plaintiff's 
products have become widely and favorably known to dealers 
and the public generally, resulting in the establishment of a lucra- 
tive business. 

Crawford alleges that Clifton, competing manufacturer and 
seller of like products, covering the same trade territory, adopted 
and used the trade-mark “REX-ALL.” Below said word being 
shown the outline figure of a crown, which constitutes a colorable 
and fraudulent imitation of Crawford’s trade-mark, which so re- 
sembles Crawford’s as to create confusion in the minds of dealers 
and buyers of said articles, thereby misleading and inducing buyers 
to act upon the belief that Clifton’s goods were the same as 
plaintiff's. 

Allegation is made that Clifton is using and intends to use 
his trade-mark throughout the same trade territory, and unless 


restrained will subject Crawford to irreparable injury, praying 





CRAWFORD-AUSTIN MFG. CO. V. CLIFTON MFG. CO. 407 


for restraining order and permanent injunction. This is the usual 
action of infringement, praying for relief by restraining order and 
injunction to prevent resultant damages. The statute provides 
that: 


“* * * Any person who shall, without the consent of the owner thereof, 
reproduce, counterfeit, copy, or colorably imitate any such trade-mark 
and affix the same to merchandise of substantially the same descriptive 
properties * * * shall be liable * * * for damages.” USCA tit. 15, § 96. 


At the hearing of the application for preliminary injunction, 
Crawford contended that a colorable imitation of his trade-mark 
was effected, because the word used was (a) “a word of similar 
length and division in the syllables, and containing similar letters; 
and (b) by similar make-up or background upon which the word 
was placed; or (c) the combination of the two.” 

It is apparent that Clifton’s purpose and intent was to adopt 
a trade-mark or device of a character that would come as near 
to Crawford’s as possible, without going over the line. This is 
another way of stating that it was his intention to get all the ad- 
vantage possible by similarity, without coming within the terms 
of the law. But the courts hold that this character of intent is 
not to be considered in passing upon the question of infringement 
or non-infringement. U.S.C. A. tit., 15, § 96, note 26. “Knowledge 
or Intent,” and cases cited. 

The issue to be decided is narrowed to the question whether 
Clifton’s trade-mark is so nearly like Crawford’s as to produce 
in the minds of persons trading in their goods confusion to such 
an extent as will cause them to buy Clifton’s goods as Crawford's. 
U.S. C. A. tit. 15, § 96, note 23, “Deception of Public,” and cases 
cited. 

The two words are not of similar meaning, or derivation, 
or suggestion, or sound. ‘The eye tells us that each of the words 
contains six letters, divided by a dash into two syllables, of three 
letters each. Clifton’s word “REX-ALIL.” is composed of all capital 
letters. Crawford’s “Dux-baK”’ is dissimilar, in that only the 
first and last letters are capitals, the others small. In the first 
syllable of each word the letter “X” appears, but one is a capital 
and the other a small letter. In the second syllable of each is 





408 EIGHTEEN TRADE-MARK REPORTER 


found the letter “A,” but one is a capital, the other a small letter. 
The two words are alike, in that they each are stenciled in arc 
form. Below Crawford’s word appears the figure of a duck, crudely 
outlined by broken stenciled lines and dashes. Below Clifton’s 
word appears the crude stenciled representation of a crown. The 
crown and the duck, as stenciled on the canvas, have a sort of 
similarity. Below the figure of the duck on Crawford’s mark 
appear the following letters: 


Trade-Mark Reg. 
FORMULA AND PROCESS PAT’D 
“It Turns Water Like a Duck’s Back” 

Waterproofed and Mildewproofed 


Below the outline of the crown on Clifton’s mark appear the 
following letters: 


MILDEW PROOFED 
WATERPROOFED 


Crawford’s trade-mark being stenciled upon the canvas ar- 
ticle sold, and the color of the fabric being of an unusual russet 
brown color, have a marked distinction. The use of canvas of 
this identical color by Clifton on similar waterproofed canvas dis- 
plays at casual glance a similarity greater than can be demon- 
strated by the written word. There was also introduced in evidence 
an enlarged photograph of each of the trade-marks under dis- 
cussion. Placing the photographs alongside of the russet brown 
canvas merchandise, with the stencil used by each of the parties, 
rendered it very clear that any judgment formed or based upon 
the comparison between the two photographs would be misleading 
and unreliable. This is so because the reproduction of the trade- 
marks stenciled upon the canvas, each of uniform russet brown 
color, as stated before, showed at casual glance a marked similarity. 
This may be attributed to the fact that the stenciled words and 
outlines or figures of a trade-mark upon a roughened surface, with 
the ink impressions not always clearly shown, and perhaps not 
applied with uniform care, make a wholly different appearance 
from that of the photograph. 
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Infringement must be tested by the application of facts and 
circumstances that ordinarily exist under circumstances when the 
goods are offered in trade for inspection of probable purchasers. 
It may be confidently assumed that the purchaser will not have, 
as the court did, the benefit of a careful inspection of two com- 
petitive lines of merchandise, each stamped with its distinctive 
mark. Under those circumstances, Clifton’s merchandise may very 
well be sold to an average purchaser as Crawford’s, because of 
the similarity and general appearance, as it appears to him. 

The confusion existing among the court decisions is accounted 
for by the general words of the statute, requiring that interpreta- 
tion and meaning of the words “colorably imitated’’ must depend 
wholly upon the facts in each case, rather than attempt to cite 
cases in point as having the effect of evidence. Whether as evidence 
or as authority they still leave the chancellor to find the law from 
the facts in the case under consideration. The cases hold that 
the question of infringement must be determined upon the con- 
ditions which ordinarily apply when buyer and seller are situated 
in conditions which ordinarily prevail. Liggett § Myers Tobacco 
Co. v. Hynes (D. C.) 20 F. 883, affirmed 128 U. S. 182, 9 S. Ct. 
60, 32 L. Ed. 395; Ansehl v. Williams (C. C. A.) 267 F. 15 [10 
T. M. Rep. 444]; Amoskeag Mfg. Co. v. Trainer, 101 U. S. 51, 
25 L. Ed. 993. 

The affidavits of two merchants are offered by the Crawford 
Company, who are familiar with the goods of both, having dealt 
in the goods of a like character. They express the opinion that 
the manner in which the Clifton mark is stenciled on fabric of 
the same color as that of Crawford’s gives an appearance of each 
so similar that confusion will result and that customers could be 
deceived. 

The exhibits in evidence of two trade-marks stenciled on 
samples of waterproofed canvas of each party make it plain that 
the unusual color of Crawtord’s sample was distinctive. If color 
be eliminated in considering the question of fact as to colorable 
imitation, the answer might with reason be either “yes” or “no.” 


The russet brown color formed no essential of Crawford’s trade- 














410 EIGHTEEN TRADE-MARK REPORTER 






mark, but the combination of this color with the dress and display 
of the mark as registered may properly be considered as testing 
the question of colorable imitation 

The case of Schlitz Brewing Co. v. Houston Ice & Brewing 
Co. et al., 250 U. S. 29, 39 S. Ct. 401, 63 L. Ed. 822 [9 T. M. 
Rep. 279], is authority for the proposition that elements such as 
color common to the public may be used in combination with essen- 
tial elements of a trade-mark. ‘“‘It is not necessary that the imita- 
tion of the plaintiff's feature taken alone should be sufficient to 
deceive. It is a fallacy to break the fagot stick by stick. It 
would be enough if, taken with the elements common to the public, 
the inscription accomplished a result that neither would alone.” 

The evidence shows that the use of the russet brown color 
by Crawford was distinctive and unusual, in that such color was 
not used on other waterproofed products of like character by other 
dealers, except Clifton; also that Clifton’s trade-mark, when sten- 
ciled on canvas of the same color as Crawford’s, resulted in a 
trade-mark resemblance that would cause purchasers to mistake 
one’s goods for the other. 

Where a registered trade-mark was known, as shown by the 
facts in this case by the infringer before putting out his trade- 
mark, any doubt of deceptive similarity should be resolved against 
him. Bass v. Feigenspan (C. C.) 96 F. 206; Waltke v. Schafer, 
49 App. D. C. 254, 268 F. 652 [10 T. M. Rep. 246]; United 
Electric Co. v. Replogle, 53 App. D. C. 228, 289 F. 628 [13 T. M. 
Rep. 221]; Guggenheim v. Cantrell, 56 App. D. C. 100, 10 F. 
(2d) 895. 

From the foregoing findings of law and fact the court is of 
opinion that Clifton’s trade-mark infringes that of Crawford, be- 
cause of the combination of color and general similarity of words, 
design, and make-up with Crawford’s; the similarity being such 
as is calculated to mislead and deceive the ordinary purchaser. 

Accordingly, a temporary writ of injunction will issue, re- 
straining the defendant, Clifton Manufacturing Company, pending 
the final determination of this suit, from using its said trade-mark, 
in terms as prayed for by the plaintiff. 
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Burra_Lo Oyster Co., Inc. v. NENNO, ET AL. 
(229 N. Y. S. 210) 


New York Supreme Court, Erie County 
May 25, 1928 


Trape-Names—Goop-witt—Ricut or Former Owner to Souicir Cuvus- 

TOMERS. 

Ordinarily, voluntary transfer of trade and good-will gives pur- 
chaser right to object to assignor and third party’s soliciting former 
customers of assignor, or interfering with purchaser seeking and hold- 
ing trade of assignor, but, if transfer is involuntary, original owner 
not benefited thereby is free to establish himself in similar business 
and solicit old customers. 

Same—SaME—INVOLUNTARY TRANSFER. 

General assignment for benefit of creditors held not a voluntary 
transfer, so as to prevent debtor from subsequently soliciting former 
customers; but name or good-will cannot be used to mislead public 
as to one with whom public is dealing, when it would be to injury 
of public to deal with one other than one with whom they intended 
to deal. 

Same—Same—Ricur to Use Name 1x Business. 

No man, unless he has voluntarily parted with the right, may be 

deprived of use by himself of his name in business. 
SaME—SaAME. 

Where defendant, through a long period, had gained knowledge 
of selection and handling of fish and sea foods, which was large 
factor in procuring patronage of public, relying on defendant’s expe- 
rience, and defendant, in transferring business by involuntary assign- 
ment for benefit of creditors, did not bind himself to abstain from 
similar business, defendant was entitled to enter into same business 
and use his name therein, except in conjunction with words “& Co.,” 
as formerly used, and solicit former customers, and transferee of 
business could advertise purchase of defendant’s business and solicit 
defendant’s former customers, but could not lead public to believe that 
defendant himself was connected with transferee’s business, and could 
not use defendant’s name. 


In equity. Action for alleged unfair competition. Modified 


injunction. 


Ralph K. Robertson, of Buffalo, N. Y., for plaintiff. 
Sundel J. Holender, of Buffalo, N. Y., for defendants. 


Harris, J.: Action tried at April Equity Term. The remedy 
sought is an injunction against the defendants interfering with 
the trade and good-will of Nenno & Co., Inc., which the plaintiff 
claims to have bought and to own; the defendants deny the owner- 
ship of such trade and good-will by the plaintiff, and make claim, 
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asking that the plaintiff be restrained from interfering with their 
business, which the defendants are conducting under the name of 
Nenno & Co. The facts found by me are as follows: 

That some 40 years ago the defendant Nicholas J. Nenno 
entered into the fish business, and continually, for 34 years there- 
after, conducted business in his own name, meanwhile establishing 
a reputation in the city of Buffalo and the market drawing thereon 
of being a specialist and an expert in selecting and marketing fish 
and other fresh water and sea foods. About six years ago the 
corporation, Nenno & Co., Inc., was formed. Practically the sole 
owner of stock therein was the son of the defendant Nicholas J. 
Nenno; Nicholas J. Nenno himself being merely an employee of 
such corporation, except that, a few months prior to the general 
assignment hereinafter mentioned, the defendant Nenno became 
an officer and a minority stockholder. After six years of existence 
the corporation, due to trouble in its financial affairs, was forced 
to make a general assignment in the usual form to one Waters, and 
the said Waters subsequently liquidated the business of Nenno & 
Co., Inc., by selling the fixtures to some parties other than the 
plaintiff, and by selling the stock in trade to the plaintiff for the 
sum of $305, that being the inventory for all such stock in trade. 
Shortly thereafter a new bargain was made between the plaintiff 
and such assignee, Waters, by virtue of which the said plaintiff 
paid said assignee, Waters, in place of the sum of $305 for such 
stock in trade, the sum of $400, on receipt of which sum of $400 
said assignee, Waters, delivered to the plaintiff the following writ- 
ten instrument: 





“March 30, 1928. 
“As assignee of Nenno & Co., Inc., received from Buffalo Oyster Co. 

$400 for my right, title, and interest in the stock, trade, and the good- 

will of Nenno & Co., Inc. Edward A. Waters.” 











During the negotiations between the plaintiff and the said 
Waters, the plaintiff was informed by the said Waters that certain 
food containers bearing the name “Nenno & Co., Inc.,” could not 
be used by the plaintiff, and the plaintiff agreed to cover over 
such name. Following the receipt of such Exhibit 2, the plaintiff 
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received from the said assignee, Waters, a copy of the list of the 
former customers of Nenno & Co., Inc., and sent to such former 
customers a letter, stating that the plaintiff had purchased the 
stock, trade, and good-will of Nenno & Co., Ine. 

The plaintiff endeavored to secure an option on a renewal of 
the lease of the premises formerly occupied by Nenno & Co., Inc., 
but the landlord refused to give such option, and did give a lease 
on such premises to the defendants. The existing lease under which 
Nenno & Co., Inc., occupied such premises was terminated by 
expiration within a few weeks after the assignment to said Waters. 
Subsequent to such assignment to the said Waters, the defendants 
formed a co-partnership and took the assumed name of Nenno & 
Co., and solicited business from the former customers of Nenno 
& Co., Inc., and in at least one instance referred to themselves 
as being ‘“‘the same firm.” Such defendants in their new business 


received trade from former customers of Nenno & Co., Inc. 


In deciding the issues of this action, it becomes necessary for 


the court to determine what rights the plaintiff obtained by virtue 
of the instrument from the said Waters, dated March 30, 1928, 
above set forth, and what right the defendant Nicholas J. Nenno 
has to engage in the lake and sea business, and how far the said 
Nicholas J. Nenno may go in soliciting the former trade of Nenno 
& Co., Inc. 

Ordinarily, a voluntary transfer of trade and good-will gives 
to the purchaser of such trade and good-will the right to object to 
the assignor and third parties soliciting former customers of the 
assignor, or interfering with the purchaser of the good-will, seek- 
ing and holding the trade of the assignor. But if the transfer is 
an involuntary one—that is, one made under restraint and without 
benefit to the original owner of such trade and good-will—such 
original owner is free to again establish himself in a similar busi- 
ness and to solicit his old customers. Von Bremen, et al. v. Mac- 
Monnies, et al., 200 N. Y. 41, 95 N. E. 186, 32 L. R. A. (N. S.) 
293, 21 Ann. Cas. 423; Bellows v. Bellows, et al., 24 Misc. Rep. 
482, 53 N. Y. S. 853; Walker v. Mottram, 19 Ch. Div. 355. 
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The transfer in the case at bar was one not made voluntarily, 
and not for the benefit of Nenno & Co., Inc. 

Further, the courts will not permit a name or good-will to be 
used to mislead the public as to whom they are dealing with, when 
it would be to their injury to deal with one other than the one with 
whom they intended to deal. World’s Dispensary Medical Asso- 
ciation v. Pierce, 203 N. Y. 419, 96 N. E. 738 [2 T. M. Rep. 23]; 
Cutter v. Gudebrod Bros. Co., 36 App. Div. 362, 55 N. Y. S. 298. 

Undoubtedly, it is the law that no man, unless he has volun- 
tarily parted with that right, may be deprived of the use by him 
of his name in business. There is no claim put forward by the 
plaintiff that the defendant Nicholas J. Nenno himself, at any time, 
in any way, lost any right to use his own name in any business that 
he desired, including his former business of dealing in lake and sea 
foods. 

This court is of the opinion that fish and other lake and sea 
foods are, due to their perishable nature, and due to the tastes of 
persons consuming the same, commodities of a type which the gen- 
eral public purchase, relying, largely, at least, upon the skill, the 
experience, and the reputation of the individual dealing in the 
same. As has been said, the proof is that the defendant Nenno 
himself had, through 40 years of experience, gained a knowledge 
of the selection and handling of fish and other lake and sea foods, 
and to the mind of the court the acquaintance of the public with 
such knowledge must have been a potent factor in bringing the 
business of the public to the defendant Nenno, and to the corpora- 
tion Nenno & Co., Inc., with whom he was engaged. If there has 
been a transfer of the trade and good-will of such corporation, the 
public dealing with the purchaser of such trade and good-will are 
entitled to know that such purchaser has not the services of the 
defendant Nicholas J. Nenno. 

The said defendant Nicholas J. Nenno has not in any way 
bound himself to abstain from the fish and other lake and sea food 
business, and is therefore entitled to enter into the same. The use 
of the assumed name of Nenno & Co. by the defendant, however, 
is one that may mislead certain of the trade of Nenno & Co., Inc., 
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who may desire to follow the ownership of the trade in their deal- 
ings, rather than the individual, whose knowledge was a large part 
of the business of said corporation, and these persons should not 
be deceived by the use of a similar name. The court is therefore 
of the opinion that the equities of this situation and in this action 
require this disposition of the issues before the court: 

The defendant Nicholas J. Nenno, either in conjunction with 
others or by himself, may use his own name in any combination, 
except with the words “& Co.,”” and may refer to his former expe- 
rience and to his connection with Nenno & Co., Inc. He may 
inform the entire world, including those with whom he formerly 
has personally dealt, of the establishment of his new business, so 
that those desiring to have the benefit of his skill and experience 
in selecting and marketing fish and other lake and sea foods may 
deal with him. The plaintiff may continue to inform the former 
customers of Nenno & Co., Inc., that it has purchased the trade 
and good-will of Nenno & Co., Inc., and may solicit such former 
customers of Nenno & Co., Inc., but may not do anything to lead 
the public to believe that the defendant Nicholas J. Nenno himself 
is in any way connected with the business of the plaintiff, and 
may not use the name Nenno & Co., Inc., or any similar name. 
The plaintiff has not produced before the court any proof on which 
the court can predicate a finding that the plaintiff has been dam- 
aged by the defendants. 

Proposed decision and judgment in accordance with the above 
may be agreed upon by the parties hereto, or, in the event that it 
cannot be so agreed upon, may be submitted to me for settlement 
not later than May 25, 1928. 
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EDELSTEIN v. EDELSTEIN, ET AL. 
(6 S. W. 2d 400) 






Court of Civil Appeals of Texas 






April 25, 1928 






Rehearing denied May 23, 1928 










‘Trape-Marxs—Goop-witt—How Conveyen. 

Good-will is a valuable property right and must go by specific 

words or language to show its transmission, and will not pass by 
general terms used for sale of business. 

Same—Unrair Competirion—Orpinary SURNAME Nor SuBsecr TO Ex- 

CLUSIVE APPROPRIATION. 

An ordinary surname is not subject to exclusive appropriation 
as trade-name, as against persons having same name, though by using 
it in connection with a particular form or design it may be adopted 
as a trade-name and thus be subject to appropriation. 

SaME—SAME. 

Where evidence showed that no unfair means were resorted to 
for purpose of creating false impression that establishments were 
the same, or that defendant’s goods were made by plaintiff, and it 
was not shown that fraud had been perpetrated in any other way, 
plaintiff held not entitled to injunction restraining defendant brother 

from using surname in business in any particular. 























Suit to enjoin alleged unfair competition. From the decree, 


plaintiff appeals. Affirmed. 
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Cameron & Epperson, of Edinburg, Tex., and Davis, Synnott 
& Hatchell, of Dallas, Tex., for appellant. 

Boyle, Wheeler § Gresham, of San Antonio, Tex., Griffin & 
Kimbrough, of McAllen, Tex., and Dodson & Ezell, of 

San Antonio, Tex., for appellees. 
















Cosps, J.: 
from using the name “Edelstein’s,” “Edelstein,” or “J. Edelstein” 


Appellant sued appellees seeking to restrain them 






in their business in any particular, and the prayer for injunction 








was: 





“That they and each of them be required and commanded to remove 
said ‘Edelstein’ sign from their said storehouse, from said assumed name 
record and other public records, billboards, telephone books, and all 
other places where they have caused the same to be placed or posted, 
and to destroy all letterheads, literature folders, and other printed matter 
containing the same, and that they be perpetually enjoined from further 
using their present telephone numbers, from ever placing the name back 
in any of said literature or stationery or elsewhere, that the temporary 
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restraining order heretofore granted herein be continued in force and 
on final hearing be made perpetual, for their costs of suit, and for their 
damages aforesaid, and for such other and general relief as they may 
be entitled to in law or in equity, and that said injunction run to their 
agents and attorneys and all parties claiming under them.” 

The bill is very lengthy and filled with matters of detail in 
regard to the transaction, with plea of res adjudicata of a former 
injunction suit in which appellee was enjoined from using the name 
“J. Edelstein.” This suit was between the same parties, and in- 
volved practically all the issues set up here. 

The appellees answered by exceptions, pleas, etc., and fully 
answered the bill in detail by sworn answer, as provided by Article 
4657, R. S. 1925. 

In such cases the “principles, practice and procedure govern- 
ing courts of equity shall govern proceedings in injunctions.” Arti- 
cle 4663. However, the appellant is not confined to rules of equity 
jurisprudence when he is entitled to relief against some prejudicial 
act. Birchfield v. Bourland (Tex. Civ. App.) 187 S. W. 422. 

The court in this proceeding made nor incorporated in the 
decree any specific findings of fact, which would have been the 
more desirable method of getting only the substantial issues quickly 
before this court, and would have been more in keeping with the 
rules of equity practice; but instead and in lieu thereof we have 
before us a transcript of 103 pages and a statement of facts con- 
taining 147 pages, for the court to consider, without any detailed 
specific findings and conclusions. 

We shall be as brief as possible in discussing the issue. 

Referring to the plea of res adjudicata, in delivering the 
opinion of the court in Freeman v. McAninch, 87 Tex. 132, 27 
S. W. 97, 47 Am. St. Rep. 79, among other things, Judge Stayton 
has this to say: 

“A party cannot relitigate matters which he might have interposed, 
but failed to do, in a prior action between the same parties or their privies, 
in reference to the same subject-matter. And if one of the parties failed 
to introduce matters for the consideration of the court that he might 
have done, he will be presumed to have waived his right to do sou. Hack- 
worth v. Zollars, 30 Iowa, 433; Hites v. Irvine, 13 Ohio St. 283; Le Guen v. 


Gouverneur, 1 Johns. Cas. 436 [1 Am. Dec. 121]; Gray v. Dougherty, 25 
Cal. 266. 


“If a party fails to plead a fact he might have pleaded, or makes 
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a mistake in the progress of an action, or fails to prove a fact he might 
have proved, the law can afford him no relief. When a party passes by 
his opportunity the law will not aid him.” 


The judgment rendered in cause No. 5115, referred to, was 
dated the 17th day of March, 1925, and reads in part as follows: 


“The defendants J. Edelstein, Mrs. Sophia Edelstein, and Max Addis, 
and each of them, their agents, and attorneys be and they are hereby 
perpetually enjoined and restrained from henceforth using the name ‘Edel- 
stein’s’ or ‘Edelstein’ without the initial ‘J.2 as a name for or in connec- 
tion with their furniture business or the business of either of them under 
any circumstances, and from using the name ‘J. Edelstein’ as a name for 
or in connection with their furniture business, or the business of either 
of them, in such a manner or form or design as will tend to cause persons 
of ordinary and average intelligence to believe that such business of de- 
fendants, or either of them, belongs to or is a branch of the business of 
plaintiff M. Edelstein & Co. at Brownsville, Tex., or any of its branches 
known as ‘Edelstein’s.’ 

“Tt is further ordered that said defendants, and each and all of therm, 
their agents and attorneys, and all parties claiming under them be and 
they are hereby enjoined and commanded to cease using for advertising 
purposes all stationery, signs, literature, advertisements, letterheads, and 
any and all other material, methods, and means which in any way tend 
to lead persons of ordinary and average intelligence to believe that their 
said business, or that of either of them, belongs to or is a branch or 
part of the business of the plaintiffs M. Edelstein and H. Minsky, doing 
business as M. Edelstein & Co. under the name of Edelstein’s, and that 
this injunction shall run to and against the defendants, and all of them, 
their agents and attorneys, and all those claiming under them or either of 
them.” 


After the first injunction suit, and on this trial appellees pro- 
duced their letterheads in use by them, and J. Edelstein testified: 


“On my letterheads I have in large capital letters J. EDELSTEIN 
FURNITURE COMPANY, and BETTER HOME FURNISHERS. Yes; 
I know what ‘Edelstein’s’ at Brownsville have on theirs. It is BETTER 
FURNITURE. Yes; that is it. I have BETTER HOME FUR- 
NISHERS. I put it in that way because a house in San Antonio uses 
BETTER HOME FURNISHERS. I began using ‘J Edelstein Furniture 
Company’ after the judgment of the court was issued. Yes; after the 
judgment of this court that restrained me from using ‘Edelstein’ without 
the ‘J... Yes; I filed my statement under the assumed name law here 
in this county in August, 1927. I forgot to file it before that time. I 
thought of it because my lawyer told me I should do it. Yes; that was 
about the time this suit was filed.” 


The letterhead is attached to the statement of facts on page 


116, Proceeding, the witness says: 


“On my sign on the front of my store, I do not use the name ‘Com- 
pany.” 
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He said he changed the electric sign from a red background 
about two days before the trial. He said that on his circulars he 
uses “EDELSTEIN FURNITURE COMPANY.” He and Mose 
Harris sign the bank checks. He exhibited a circular “J. Edel- 
stein Furniture Company, Better Home Furnishers.” He said he 
has about 2,000 customers on his books. There is a copy of his 
circular on page 117 of the statement of facts. 

Among other things, appellant alleged: 


“In the first suit, the plaintiff alleged in detail, that he and associates 
for a great number of years had been conducting furniture stores in the 
principal towns of the lower Rio Grande Valley, and had advertised 
very extensively using the name ‘Edelstein’ as a trade-name upon all 
goods handled, until the name ‘Edelstein,’ though a family name of plain- 
tiff and defendant, had acquired a secondary meaning, and had come to 
mean to the people of that trade territory when found in connection 
with furniture, vehicles, victrolas, and other merchandise dealt in by plain- 
tiffs, that such goods were sold, handled, and vouched for by plaintiff, 
and, when used in connection with a store dealing in such goods, had 
come to mean to said people a store owned and operated by plaintiff. A 
written contract was pleaded showing the defendant J. Edelstein once 
to have been associated with plaintiff, and to have sold out his interest 
in the same, together with all its assets, good-will, ete.” 


The proof does not undertake to establish a sale by appellee 
of his name or good-will in the business, as alleged by appellant, 
which is a valuable property right, and must go by specific words 
or language to show its transmission, and will not pass by the 
general terms used for the sale of the goods. Sanderfur v. Beard 
(Tex. Civ. App.) 249 S. W. 274. 

The defendant J. Edelstein was called as a witness by plain- 
tiff’s counsel, and testified: 


That his name is J. Edelstein and that he is the person who is a de- 
fendant in this suit; that he opened his business there in McAllen in 
October, 1923. The defendant produced some of his letterheads, the 
matter appearing thereon being “J. Edelstein Furniture Company, Better 
Home Furnishers, on the Highway Opposite Missouri Pacific Depot, Mc- 
Allen, Texas.” “I use the words ‘Better Home Furnishers’ because a 
house in San Antonio uses it and I thought it sounded better that way. 
I began using ‘J. Edelstein Furniture Company’ after the judgment of 
the court was issued. On my sign on the front of my store I have ‘J. Edel- 
stein Furniture.’ I do not use the name ‘Company’ on that sign. That 
sign was put there right after the judgment The electric sign was put 
there about two months ago. On my circulars which I mail out I use 


‘J Edelstein Furniture Company.’ My bank account is carried under 
that name.” 
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The court heard all the testimony concerning the advertise- 
ment, its use, etc., and especially as to its confusion and in reference 
to any injury that might or could result from appellees’ use of 
the name “Edelstein” or “J. Edelstein Furniture Company.” 

It will be seen that appellee was a brother of appellant, to 
whom he sold his interest in the business. They have the same 
surname. Appellee cited the following authorities to support his 
contention that no exclusive right to use a surname as against 
another person bearing the same name can be acquired or set up: 
26 R.C. L. § 33, p. 854; Brown Chemical Co. v. Meyer, 139 U. S. 
540, 11 S. Ct. 625, 35 L. Ed. 247; Howe Scale Co. v. Wyckoff, 
198 U. S. 118, 25 S. Ct. 609, 49 L. Ed. 972; Borden Ice Cream 
Co. v. Borden’s Cond. Milk Co. (C. C. A.) 201 F. 510 [3 T. M. 
Rep. 80]; Carter Elec. Co. v. Carter, 156 Ga. 297, 119 S. E. 737 
[14 T. M. Rep. 19]; Williams v. Farrand, 88 Mich. 473, 50 N. W. 
446, 14 L. R. A. 161. 

On the proposition that a person has the natural fundamental 
right to use his own name in his business, even though he may 
thereby interfere with the business of another person of the same 
name, provided he does not resort to any unfair means of creating 
the impression that the establishments are the same, or that his 
goods are made by the other person, appellee cites: 26 R. C. L. 
§ 33, p. 854; Harson v. Halkyard, 22 R. I. 102, 46 A. 271; Selig- 
man v. Fenton, 286 Pa. 372, 183 A. 561, 47 A. L. R. 1186; Brown 
Chem. Co. v. Meyer, supra; Alff Co. v. Radam, 77 Tex. 530, 14 
S. W. 164, 9 L. R. A. 145, 19 Am. St. Rep. 792; Royal Baking 
Powder Co. v. Royal (C. C. A.) 122 F. 337; Tomsky v. Clark, 73 
Cal. App. 412, 238 P. 950; Wm. Rogers Co. v. Simpson, 54 Conn. 
527, 9 A. 395; Rogers v. Rogers, 53 Conn. 121, 1 A. 807, 5 A. 675, 
55 Am. Rep. 78; Meneely v. Meneely, 62 N. Y. 427, 20 Am. Rep. 
489; Burgess v. Burgess, 43 Eng. Rep. 351. 

It may be said with propriety that the court in support of its 
judgment and finding was predicated upon the evidence before 
it, that no unfair means were resorted to for the purpose of creat- 
ing the false impression that the establishments are the same or 


that appellees’ goods are made by appellant, and it was not shown 
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that fraud had been perpetrated in any other way. Considering 
the locality of appellees’ business, it is inconceivable to believe 
that any ordinary careful person seeking to specifically trade with 
appellant would be misled by appellee’s advertisement; and, if 
they were, no noticeable damage of any consequence has been 
shown of such magnitude or injury to appellant as to justify the 
appeal to the strong arms of a court of chancery for the protection 
of the use of his name in his own business. 


An ordinary surname is not subject to exclusive appropriation 


as a trade-name, as against persons having the same name, though 
it may be true that by using it in connection with a particular 
form or design it may be adopted as a trade-name and thus sub- 
ject to appropriation. However, the court found and enjoined 
appellee in the former suit from using the name “J. Edelstein” 
in connection with his furniture business in such form, manner, 
or design as will tend to cause persons of ordinary and average 
intelligence to believe that such business belongs to or is a branch 
of the business of Morris Edelstein. 

The court had before it in evidence, demonstrated by the 
actual photographs and the manner, color, and designs of the signs 
and letterheads used by the appellant, and other material evidence, 
and found against appellant on the facts. 

We think there was ample evidence to support the findings 
and the judgment of the court. The case has been fairly tried 
and substantial justice administered. 

An examination of the record and appellant’s assignments 
shows no material error committed and the judgment is affirmed. 
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DECISIONS OF THE COMMISSIONER OF PATENTS 


Consent of Registrant 


Moorr, A. C.: Held that applicant is not entitled to register 
the term “Kitchen Maid,” for gas stoves and ranges, in view of 


the prior registration by the Tennessee Stove Works of the same 
mark for cooking stoves and ranges for wood, coal and gas, not- 
withstanding the consent of the Tennessee Stove Works to the 
grant of such registration. 

In his decision, after noting that in the consent of the regis- 
trant it is stated that “coal and wood stoves are stoves of entirely 
different quality and characteristics than gas stoves and ranges,” 
the Assistant Commissioner quoted Section 5 of the Trade-Mark 
Act and pointed out that the Court of Appeals of the District of 
Columbia in American Stove Company v. Detroit Stove Works, 
134 O. G, 2245, 31 App. D. C. 304, had held that gasoline or vapor 
stoves are of the same descriptive properties as coal and wood 
stoves, and then said: 


“Where there is a reasonable doubt as to an applicant’s goods and 
a registrant’s goods having the same descriptive properties, the consent 
of the registrant may justify the registration of the applicant’s trade- 
mark (ex parte The Peck Engraving Co., 151 Ms. Dec. 482 [17 T. M. Rep. 
457]); but where the marks are identical or so closely resemble each other 
as to be likely to cause confusion or mistake, and the goods of the ap- 
plicant and the registrant possess the same descriptive properties, regis- 
tration of the applicant’s mark is positively forbidden by the above Act.” * 


*Ex parte Wasmuth-Endicott Company, 151 M. D. 700, June 13, 1928. 





